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DETAILED ACTION 
Summary 

Receipt of Applicants Remarl<s and Amended claims filed on January 15, 2009 is 
acknowledged. Claims 1-11 and 13-21 remain pending in this application. 



Withdrawn Rejections 
Claim Rejections - 35 USC § 103 

The rejection of claims 1-5, 11, 14-17, and 21 under 35 U.S.C. 103(a) as being 
unpatentable over Pearce (US 20050100640) in view of Hallk et al. (US Patent 
4,241 ,092) and further in view of Stapler et al. (US Patent 5,286,496) has been 
withdrawn in view of Applicants Amendment to claim 1 limiting the plasticizer to only a 
glycerol, propylene glycol, sorbitol, maltitol, and combination thereof, which is present in 
the amount of 10-30%. 

The rejection of claims 6-9, 13, and 18-20 under 35 U.S.C. 103(a) as being 
unpatentable over Pearce (US 20050100640) in view of Halik et al. (US Patent 
4,241 ,092) and Stapler et al. (US Patent 5,286,496) in view of Alamian et al. (US Patent 
6,770,311) has been withdrawn for the same reasons as stated above. 

The rejection of claim 10 under 35 U.S.C. 103(a) as being unpatentable over 
Pearce (US 20050100640) in view of Halik et al. (US Patent 4,241 ,092) and Stapler et 
al. (US Patent 5,286,496) in view of Greenberg (US Patent 5,378,131) has been 
withdrawn for the same reasons as stated above. 
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Newly Applied Rejections 
Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-1 1 and 13-21 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

It is unclear what the designation (m/m) is meant to convey. The Examiner has 
interpreted it to be (w/w), as in mass/mass. Clarification is requested. 



Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 1-1 1 and 13-21 are rejected under 35 U.S.C. 103(a) as being obvious 
over Schleifenbaum et al. (US Patent 7,226,613) in view of Rowe et al. (US Patent 
6,200,603). 

The applied reference has a common assignee with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
only under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 103(a) might be overcome 
by: (1) a showing under 37 CFR 1 .132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not an 
invention "by another"; (2) a showing of a date of invention for the claimed subject 



Application/Control Number: 10/527,727 Page 4 

Art Unit: 1615 

matter of the application which corresponds to subject matter disclosed but not claimed 
in the reference, prior to the effective U.S. filing date of the reference under 37 CFR 
1 .131 ; or (3) an oath or declaration under 37 CFR 1 .130 stating that the application and 
reference are currently owned by the same party and that the inventor named in the 
application is the prior inventor under 35 U.S.C. 104, together with a terminal disclaimer 
in accordance with 37 CFR 1 .321(c). This rejection might also be overcome by showing 
that the reference is disqualified under 35 U.S.C. 103(c) as prior art in a rejection under 
35 U.S.C. 103(a). See MPEP § 706.02(l)(1) and § 706.02(l)(2). 

Schleifenbaum discloses Spherical capsule having a liquid core and a seamless 
solid shell surrounding the core, in which: the diameter of the capsule is in the range of 
4-8 mm; the thickness of the shell is in the range of 20-200 um; the shell thickness to 
capsule diameter ratio is in the range of 0.004-0.04; the shell contains 70-90% (m/m) 
gelatin and 10-30% (m/m) plasticizer, based on the solids content of the shell; and the 
core has a flavoring content in the range of 1-100% (m/m), based on the total mass of 
the core (abstract). The plasticizers are polyols, such as sorbitol, glycerol, and 
propylene glycol, for example (column 8, lines 1-4). 

Regarding claims 6 and 18-19, the gel points of preferred shell mixtures are 
between 15C and 60C (column 5, lines 42-45). 

Regarding claims 7-9, 13, and 20, a gelatin having a Bloom value of more than 
200, particularly preferentially having a Bloom value of 240-300 (column 6, lines 7-8). 
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Regarding claims 10 and 14, tlie liquid core can further comprise a sweetener 
such as thaumatin, neohesperidine, miraculin, saccharinic acid and acesulfame K 
(column 11, lines 10-20). 

Regarding claims 15-16, gellan gum can be added into the shell the range of 0.4- 
3% (m/m) based on the solids content of the shell (column 10, lines 30-35). 

Regarding claim 17, with the exception of a coating being applied, the same 
method of preparation is disclosed in claim 18. 

Schleifenbaum does not disclose a coating on the capsules comprising at least 
one sugar or sugar alcohol or an intermediate layer of gum Arabic, maltadextrin, starch, 
sugar, sugar alcohol, gelatine, or mixtures thereof. 

Rowe discloses capsules having flavored coatings (title). The coating is based on 
sugar or sugar substitute and is typically applied to capsules as an aqueous solution in, 
for example, a panning process (column 3, lines 12-15). It is the position of the 
Examiner that a pan coating would necessarily result in a seamless solid coating and a 
smooth surface. The examples further disclose the coating comprises approximately 
33% sorbitol (Column 4). The thickness of the coating would be within the skilled 
artisans knowledge to optimize based on the number of layers employed during the 
panning process. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have used the coating of Rowe on the capsules of 
Schleifenbaum since it is disclosed by Rowe that the coating serves to reinforce the 
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shell (column 3, lines 31-32) and enables a substantially dry coating to be created which 
does not drawn the water or plasticizer from the gelatin shell (column 1 , lines 51-53). 

It is also noted that the instant Application and the Schleifenbaum has a common 
assignee. The cited art of was not submitted on an Information Disclosure Statement 
and made of record in the instant application. Applicant is reminded of their duty to 
disclose any know art that may be relevant to the instant application. 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g.. In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); /n re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Long!, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 1-11 and 13-21 rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-22 of U.S. Patent No. 7,226,613 



in view of Rowe et al. (US Patent 6,200,603). 
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Schleifenbaum does not disclose a coating on the capsules comprising at least 
one sugar or sugar alcohol or an intermediate layer of gum Arabic, maltadextrin, starch, 
sugar, sugar alcohol, gelatine, or mixtures thereof. 

Rowe discloses capsules having flavored coatings (title). The coating is based on 
sugar or sugar substitute and is typically applied to capsules as an aqueous solution in, 
for example, a panning process (column 3, lines 12-15). It is the position of the 
Examiner that a pan coating would necessarily result in a seamless solid coating and a 
smooth surface. The examples further disclose the coating comprises approximately 
33% sorbitol (Column 4). The thickness of the coating would be within the skilled 
artisans knowledge to optimize based on the number of layers employed during the 
panning process. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have used the coating of Rowe on the capsules of 
Schleifenbaum since it is disclosed by Rowe that the coating serves to reinforce the 
shell (column 3, lines 31-32) and enables a substantially dry coating to be created which 
does not drawn the water or plasticizer from the gelatin shell (column 1 , lines 51-53). 

Conclusion 

Due to the new grounds of rejection, this action is made Non-Final. 
Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MELISSA S. MERCIER whose telephone number is 
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(571 )272-9039. The examiner can normally be reached on 8:00am-4:30pm Mon 
through Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Woodward can be reached on (571) 272-8373. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated Information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Melissa S Mercier/ /MP WOODWARD/ 

Examiner, Art Unit 1 61 5 Supervisory Patent Examiner, Art Unit 1 61 5 



